WA Health Intellectual Property Registration and Commercialisation Checklist

This checklist has been designed to assist employees within the state health system who have developed IP with commercial potential, to:

· comply with the Department of Health (DoH) reporting requirements;

· obtain executive authorisation for commercialisation;
· apply for early-phase seed funding for commercialisation, if required
;
· seek advice regarding IP protection and commercialisation.

The completed checklist should be directed to the DoH Intellectual Property Management Group, via the Secretariat (Research Development Unit, Office of the Chief Medical Officer, Neil Lynch, tel 9222 4053, Neil.Lynch@health.wa.gov.au).

___________________________________________________________

	Name

	Position

	Employer

	Workplace

	Director

	Telephone

	

	E-mail


	PROJECT DESCRIPTION

	1. Please provide a short title and description of the IP.

	


	OWNERSHIP DETAILS

	2. Has the IP been wholly developed by you?  If not, please give details of any persons who contributed to the creation of the IP, their organisational affiliations and the nature of their involvement (for example, were all contributors DoH employees?). 

	3. Did the IP result from a specific funding arrangement (eg contract for services, research grant, industry collaboration, etc)? If ‘yes’, please provide details.

	4. If ‘yes’ to 3, did the funding arrangement have a contract or agreement with an IP clause? If ‘yes’, please provide details.  (Note that IP created by DoH employees in the course of their normal employment is generally owned by the DoH).

	5. Please provide details of any state health system facilities or resources which have been used to create the IP.

	6. Are you aware of any pre-existing IP used in creating the new IP? If ‘yes’, please provide details. If not, has this, to your knowledge, been appropriately investigated?


	FUNDING CONSIDERATIONS

	7. Please provide a rough estimate of the total development costs of the IP, to the present (include salaries, materials, consultant fees, infrastructure costs, in-kind support, patent fees, etc).

	8. Does the IP require further development before it is a marketable commodity? If ‘yes’, can you estimate additional costs that might be required for this? Please provide details.

	9. Have you identified potential sources of funds for the further development of the IP (if required)? If ‘yes’, please provide details.

	10. Do you have any estimates on the costs for registered protection?

	11.  Will the IP project team make a financial contribution to the commercialisation process?


	DEMAND

	12. What was the reason for developing this IP?  (e.g. did it fill an unmet need, or was it more cost-effective than other current sources?) 

	13. Could the product be used outside the WA health system or in businesses outside of healthcare?

	14. Do you have any idea of the potential market size for this product?

	15. Are you aware of anyone else having developed a similar or related product? If ‘yes’, please provide details.

	16. Could such products be considered potential competitors in the marketplace? If ‘yes’, please provide details. 

	17. If there are possible equivalents already on the market, does your IP offer advantages over these? If ‘yes’, please provide details.  What are the prices of alternative products?

	18. Do you have evidence of potential external demand for the IP (e.g.  existing market, enquiries from interested parties, other agencies with similar requirements, etc). If ‘yes’, please provide details.

	19. What is the projected life of the product?


	RISKS/BENEFITS

	20. Can you identify any potential risks associated with the further development of the IP (e.g. financial, legal or political issues)? If ‘yes’, please provide details.

	21. How will commercialisation of the IP benefit the State of WA (e.g. positively impact health, create revenue, enhance the product, improve service delivery).


	COMMERCIALISATION

	22. Is the IP protected/protectable by copyright, patent, design, trade mark and/or trade secret (see Appendix for definitions).

	23. How do you envisage the IP being commercialised? (e.g. licence  agreement, outright sale, etc ).


	24. Do you have a business plan or cost model for the product?  If ‘yes’, please provide a copy.


For patentable inventions only please respond to the following:

	PATENTABLE INVENTIONS

	25. Have you observed strict recording and reporting procedures in the course of the development of the IP (eg certified lab books, etc)?

	26. Can you demonstrate in what time period the IP was created (eg. through    laboratory notebooks, confidentiality agreements or other appropriate documentation)?

	27. Has the IP been disclosed in any form that is not subject to confidentiality (eg publications, conference presentations, general public discussions)?  If yes, please provide details.

	28. Have you conducted a patent search on your IP, using relevant databases:

Australian Patents, Trade Marks and Designs Registers

Www.ipaustralia.gov.au
World Intellectual Property Organisation database

Www.wipo.org
European search database

Www.european-patent-office.org
The United States patent and trade mark database

www.uspto.gov


	29. Have you applied for a provisional patent/PCT? If ‘yes’, please provide details, including fees already paid or due to be paid.

	30. Have any patents been granted? If ‘yes’, please provide details. 


Appendix

Intellectual Property

Includes the following rights recognised by Australian law:

1. Copyright protected under the Copyright Act 1968;
2. Designs registered or registrable  under the Designs Act 2003;
3. Patents registered or registrable under the Patents Act 1990;
4. Trade marks registered or registrable under the Trade Marks Act 1995 and trade marks or names protected at common law or under the Trade Practices Act 1974;
5. Confidential information including secrets arising from an unpatented invention;
6. Other rights resulting from intellectual activity in the industrial, commercial, scientific, literary and artistic fields.  

The most usual forms of protection that will be used in the State health system are:

Copyright: protects the original expression of ideas (not the ideas themselves). This includes written works, internet and multimedia presentations, computer software, business management systems, etc. It is automatic, whether explicitly claimed or not, and is free of charge.

Patents: provide time-limited monopolies over commercial exploitation of inventions or innovations that have acceptable degrees of novelty, usefulness and appropriateness. These require strict formal registration procedures, and engender costs that can not only be quite high but also outside the core funding activities of government agencies. Particular care must be taken with respect to prior use or public disclosure of the invention or innovation, and in some circumstances, the establishment of "first to invent" status. 

Trademark: something that is used to distinguish goods and services of one trader from those of another. Is registrable, and has associated costs.

Design: protects the appearance of products. Is registrable and has associated costs.

Trade secret: proprietary knowledge (know-how) and other confidential information. Non-registrable, no direct cost, but of limited application in the public domain.

� The DoH currently has funds allocated for the limited support of very early stage commercial development of IP.  Some examples of eligible costs include: establishment of a business case; assessment of commercial value; assistance in reaching the "proof of concept" stage; initial patent attorney costs; provisional patent application costs.


 





